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Rl^MARKS 

Claims 24 and 2^^ ha\ e been cancelled without preiiidicc in order to reduce 
the issues Accordingly no new matter has been added 

(daims 7-22. 24 and 25 are rejected under 35 1' S.(\ ^10] because the 
claimed invention is not supported b>' either a specific and substantial asserted utility or a 
well-established utility 

In support of the rejection, the Examiner states ^'[n]ovel biolouical 
nu^ecules lack well established utility and must undergo extensix e experimentation." 
Initially in resptMise. Applicants are unaware of an\' basis in the law for the Examiner's 
statement AccordinuK. respectfulK' submitted, such is belie\ed to be plainly immaterial 
to the inquiry under 35 I.' S C\ i^ilOl 

In an\' e\ ent, howev er. Applicants wish to pt^int out that the present 
in\ entu^n does satisfy 35 1' S.(\ ^101 fo\ u4ate 1 0 1 . the claims ^'must be totalK' 
incapable t^facluex ing a useful result " Rrooktree Covp \ Adv anced Micrc^ f)e\ ices. Inc. , 
24 1 SIH;2d 14nl. I4l2(l ed Cii In this regard, the Patent Otlice issued RcMNcd 

Interim I nlit\- ( TUidelines at (>4 1-ed Re^ "1440-42 on December 2 i . Accordiim to 

llie Rev ised (iuidelines. a single credible assertion c^t^ specific and substantial utiht\ tor an\ 
claimeel invention satisfies the utilitv rec]uirement Id at 71441 The Rev ised (TUidelines 





Accordinu lo the Re\ ised Guidelines, the I:xaniiner inust establish a prinui 
Ilu ic showing tliat is more likeK than no\ one skilled m the art wtnild not consider credible 
<ui\ specitic and substantial utilit\ asserted b\ Applicant jd at 71442 I hc /^nnni fcu /c 
sh(n\ inu must contain the Ibtlow itm elements 



establishing one of\)rdinar\' skill would disbelieve anv utility described in the specification 
\ov the in\'ention. A pi'inia fcicic showing should prov ide scientific or technical journals, 
excerpts from treatices or books, or l .S. or foreign patents to support the factual basis Id 

rhere was no such documentaiA' e\ idence pro\ ided b\' the Examiner in 
support for her tactual findings Accordinglv. there is no adequate basis for the rejection 
under SectuMi 101 In anv ex ent, it is also clear Applicants do meet their burden of 
slun\ing a credible, specitic and substantial utilitv 

The nucleotide is a lull-length clone that encodes a secreted oi 
iiaiisinembrane protein ist^lated troni human stomach cancer Specification 
{V( \ JP')S 0447;^). page H), Table 1 As the f.xaminer lecogni/ed. Apj^licants beliexe the 
piolein has sec|uences which aie sullicientK' similar lo stem cell antigen 2 and A.\47o(^4/l 



I An explanation that clearK' sets tbrth the reasoning used. 



2 Support for the tactual findings relied upon in reaching this conclusion; 



and 



.\n ev aluation of all relev ant ev idence of record 



f he Rev ised Ciuidelines emphasize the importance c^f documentar\ ev idence 



shai c at least a part t)f thcMr acti\ itics l-or that reasori dlouc the present iin eiition phiinK 
N.iiisties I ■ S (\ ^101 

lkn\e\er, the present invention is also usetliL at least, as a research tool foi 
better charaeteri/iny the aeti\ ities i^f the prior art stem cell antigen 2 and AA476643 
peptides ' Plainlw this itself is a substantial and unuiue LitilitN that is b\ no means getieric 
to ail nucleotide or peptide sequences I he Examiner has made nothing documentary of 
record e\ idencing the contrar\', and the "support for the factual lindings relied upon in 
reaching [her] conclusioif " dc^ not address all of Applicants asseitions. as rec|uired b\' the 
Re\ ised (niidehnes. 

Claims 7-22. 24 and 25 are also rejected under 3 5 ISC ^\\2 fust 
paragraph, hi support of this rejection, the Examiner states that because the inx ention is 
nt^t supported bv a substantial asserted utility, one of ordinary skill would not know how to 
use It How ev er, as seen explained abo\ e. the present inx ention is supported b\* a specific 
and substantial utilit>'. 

In \ lew of the above amendments and remarks. Applicants submit that all of 
ihc Examiner's concerns are now ov ercome and the claims are now in allcnvable condition, 
\ccordmglv\ leconsideration and allow cUice ol^tliis applicaluMi is earncstlv solicited 

riaims ^-22 remain presented foi continued prosecution 



2" Jmwii a phai iria^ cut kai Mnposii umi aiul incJi^al ticatiiK'iil icspc^H\ci\ 



Applicants' undersigned attorne\' nia\ be reached m our New York c^tUce b\ 
tciei^hone at (212) 2IS-2!0(). All ctM'respondence should continue to be directed tc^ our 
below listed address 
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